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DETAILED ACTION 

This is the initial Office Action based on the 10/602368 application filed on June 
24, 2003. 

Information Disclosure Statement 

The information disclosure statement (IDS) submitted on June 24, 2003 is in 
compliance with the provisions of 37 CFR 1 .97. Accordingly, the Examiner has 
considered the IDS as to the merits. 

The listing of references in the specification is not a proper information disclosure 
statement. 37 CFR 1 .98(b) requires a list of all patents, publications, or other 
information submitted for consideration by the Office, and MPEP § 609.04(a) states, 
"the list may not be incorporated into the specification but must be submitted in a 
separate paper." Therefore, unless the references have been cited by the examiner on 
form PTO-892, they have not been considered. 

Drawings 

New corrected drawings in compliance with 37 CFR 1.121(d) are required in this 
application because a) the lines, numbers and letters are not unifonn, clean and well 
defined (of a generally poor quality) in each of the 6 figures (37 CFR 1 .84(1)). Applicant 
is advised to employ the services of a competent patent draftsperson outside the Office, 
as the U.S. Patent and Trademark Office no longer prepares new drawings. The 
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corrected drawings are required in reply to the Office action to avoid abandonment of 
the application. The requirement for corrected drawings will not be held in abeyance. 



Specification 



Applicant is reminded of the proper language and format for an abstract of the 
disclosure. 

The abstract should be in narrative form and generally limited to a single 
paragraph on a separate sheet within the range of 50 to 150 words. It is important that 
the abstract not exceed 150 words in length since the space provided for the abstract 
on the computer tape used by the printer is limited. The form and legal phraseology 
often used in patent claims, such as "means" and "said," should be avoided. The 
abstract should describe the disclosure sufficiently to assist readers in deciding whether 
there is a need for consulting the full patent text for details. 

The language should be clear and concise and should not repeat information 
given in the title. It should avoid using phrases which can be implied, such as, "The 
disclosure concerns," "The disclosure defined by this invention," "The disclosure 
describes," etc. 

The Examiner notes that the abstract contains 250 words, which has exceeded 
the limit. 



Arrangement of the Specification 



As provided in 37 CFR 1.77(b), the specification of a utility application should 
include the following sections in order. Each of the lettered items should appear in 
upper case, without underlining or bold type, as a section heading. If no text follows the 
section heading, the phrase "Not Applicable" should follow the section heading: 

(a) TITLE OF THE INVENTION. 

(b) CROSS-REFERENCE TO RELATED APPLICATIONS. 

(c) BACKGROUND OF THE INVENTION. 

(1) Field of the Invention. 

(2) Description of Related Art including information disclosed under 37 
CFR 1.97 and 1.98. 

(d) BRIEF SUMMARY OF THE INVENTION. 
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(e) BRIEF DESCRIPTION OF THE SEVERAL VIEWS OF THE DRAWING(S). 

(f) DETAILED DESCRIPTION OF THE INVENTION. 

(g) CLAIM OR CLAIMS (commencing on a separate sheet). 

(i) ABSTRACT OF THE DISCLOSURE (commencing on a separate sheet). 



The disclosure is objected to because of the following informalities: backgrounds 
of the invention heading is missing. 

Appropriate correction is required. 

Claim Rejections - 35 USC S 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent therefor, 
subject to the conditions and requirements of this title. 

Claims 1 to 15 are rejected under 35 U.S.C. 101 because the claimed invention 
is directed to non-statutory matter. 

As per claim 1 , the examiner notes that it is a method claim that amounts merely 
to an abstract idea, one of the judicial exceptions. As of result, the entire process as 
claimed in 1 has to be a practical application of the judicial exception and has to 
produce either a physical transformation or a useful, concrete, and tangible result. 

Physical transformation is not produced for claim 1. 

Tangible result is also not produced for claim 1 because the entire process 
merely results in IP datagram being copied from output buffer into storage and 
requesting a tangible adapter card for the network to send the IP datagram. The mere 
request for a tangible adapter does not make the result of the determination of 
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destination IP address at least available for use in the practical application of sending 
the datagram to the destination address. Hence, there is no real world result. 

Similarly claims 2 through 8 are rejected based on the same reasoning. 

As per claim 9, the applicant claims a virtual machine operating system. 
However, an operating system is software, which is an abstract idea and thus a Judicial 
Exception. 

Claim 10 is rejected because even though the computer program is tied to a 
computer readable medium, it still does not produce a tangible result that can be used 
for practical application because the mere request for a tangible adapter does not make 
the result of the determination of destination IP address at least available for use in the 
practical application of sending the datagram to the destination address. Furthermore, 
actual communication between the external device and the network does not happen at 
the mere request for an adapter. Hence, there is no real world result. 

As per claim 1 1 , it essentially claims for a method that copies data (IP datagram) 
into another location (the input buffer), and eventually sending it to a final location (the 
virtual machine). Through this entire process, the IP datagram remains within the 
memory space allocated for the usage of destined virtual machine. Thus data is merely 
being transferred from one memory space to another, which is never made available for 
practical application. Hence, there is no real world result. 

Similarly, claims 12 to 15 are .rejected based on the same reasoning. 
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Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created * 
doctrine grounded in public policy (a policy reflected In the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 1 1 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Long!, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) or 1 .321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



Claims 1 to 15 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims of U.S. Patent No. 7,111,303 in 
view of Virtualizing I/O Devices on VMware Workstation's Hosted Virtual Machine 
Monitor, published as part of the Proceedings of the 2001 USENIX Annual Technical 
Conference (hereafter VMware). 



As per claim 1 , claims 20 and 22 Of 7,1 1 1 ,303 teach a method for communicating 
from a first virtual machine, defined by a virtual machine operating system, said virtual 
machine operafing system defining other virtual machines and a base portion common 
to all of said virtual machines, said method comprising the steps of: said first virtual 
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machine writing an IP datagram to an output buffer (the equivalent of a device driver) 
allocated to said first virtual machine, said IP datagram comprising data and a 
destination IP address; and program functions in said base portion reading said IP 
datagram from said output buffer (device driver) into storage (the equivalent of virtual 
NIC) allocated to said common base portion whereby said IP datagram passes from 
said first virtual machine into said common base portion storage without passing 
through any other virtual machines. 

Claims 20 and 22 of 7,1 1 1 ,303 fail to teach a method for communication between 
virtual machines and external devices by using a tangible adapter card. 

VMware teaches a computer system where the virtual machine is able to 
communicate to and from external devices through physical Ethernet using a tangible 
adapter card (the physical NIC, as shown in Figure 3) that is connected to the base 
portion for the purpose of appearing on the local Ethernet segment indistinguishably 
from any real machine such that the virtual machine can fully participate in accessing 
and providing network services (section 2.2, second column, last sentence before the 
first paragraph). The examiner also notes that all virtual, machines in Figure 3 of 
VMware are connected to the base such that all communication between two virtual 
machines are conducted by the base portion without data passing though any other 
virtual machines, as claimed by the applicant. 

It would have been obvious to one having ordinary skill in the art at the time of 
the applicant's invention to have modified the invention of claims 20 and 22 of 
7,111,303 with communication to an external device as taught by VMware because it 
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enables communication between a virtual machine and an external device, which 
enables any virtual machine to appear on the local Ethernet segment indistinguishably 
from any real machine such that the virtual machine can fully participate in accessing 
and providing network services. 

The examiner notes that claim 9 and 10 are system claims, which contains all the 
instructions to perform the methods of claim 1 . Therefore, they are rejected based on 
the same reasoning as stated above. 

The examiner also notes that the method steps of claim 11 are merely the 
reverse of claim 1, where instead of information is being passed from a virtual machine 
to an external device, the information is passed from an external device to the virtual 
machine without passing through any other virtual machines. Because there is nothing 
in claims 20 and 22 of 7,111,303 to prevent virtual machine 2 from communicating to 
virtual machine 1 in the same way as claimed, and it is well known that external devices 
can communicate with virtual machines as disclosed by VMware, claim 1 1 is rejected. 

As per claim 2, claims 20 and 22 of 7,1 1 1 ,303 teach an additional step of copying 
the IP datagram from said storage (the equivalent of virtual NIC) to an output buffer 
(device driver) for the second virtual machine (column 12, lines 25 to 30). 

Claim 20 and 22 do not teach an output buffer that is specifically for a tangible 
adapter card. 
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VMware teaches an output buffer (the equivalent of the VMNet Driver from 
Figure 3 of VMware) for said tangible adapter card (the equivalent of physical NIC) 
because it enables virtual machines to communicate with an external device. 

It would have been obvious to one haying ordinary skill in the art at the time of 
the applicant's invention to have modified the invention of claim 20 and 22 of 7,111,303 
to copying IP datagram to an output buffer that is for a tangible adapter card, instead of 
an output buffer for another virtual machine, for the purpose of communicating to an 
external device. 

As per claim 3, claims 20 and 22 of 7,1 1 1 ,303 teach all that was mentioned 
previously. However, it does not teach a method for communication between virtual 
machines and external devices. As a result, they do not teach a network that is a LAN. 

VMware teaches a computer system where the virtual machine is able to 
communicate to and from external devices through physical Ethernet that is connected 
to the base portion for the purpose of appearing on the local Ethernet segment 
indistinguishably from any real machine such that the virtual machine can fully 
participate in accessing and providing network services (section 2.2, second column, 
last sentence before the first paragraph). VMware does not specify the network is a 
LAN. However, it does specify a physical Ethernet. Ethernet technology implies a LAN 
inherently. 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time of the applicants invention to have modified the inventions of claim 20 and 22 
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of 7.1 1 1 ,303 to communication between virtual machines and extemal devices using a 
network that is a LAN, as taught by VMware, because it enables virtual machine to fully 
participate in accessing and providing network services. 

The examiner also notes that the method steps of claim 13 are merely the 
reversed steps of claim 3, where instead of information is being passed from a virtual 
machine to an external device using a LAN, the information is passed from an external 
device to the virtual machine using a LAN without passing through any other virtual 
machines. Because there is nothing in claims 20 and 22 of 7,111,303 to prevent virtual 
machine 2 from communicating to virtual machine 1 in the same way as claimed, and it 
is well known that external devices can communicate with virtual machines using a LAN 
as disclosed by VMware, claim 13 is rejected. 

As per claim 4, claims 20 and 22 teaches an additional feature where said 
common base portion includes a list of destination IP addresses associated with each of 
said virtual machines, and said program functions in said common base portion 
determine that said destination IP address in said IP datagram is not associated with 
any of said virtual machines by checking said list (column 12, lines 1 1 to 30). 

Claims 20 and 22 of 7,1 1 1 ,303 fail to teach a method for communication between 
virtual machines and external devices. 

VMware teaches a computer system where the virtual machine is able to 
communicate to and from external devices through physical Ethernet that is connected 
to the base portion for the purpose of appearing on the local Ethernet segment 
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indistinguishably from any real machine such that the virtual machine can fully 
participate in accessing and providing network services (section 2.2, second column, 
last sentence before the first paragraph). 

It would have been obvious to one having ordinary skill in the art at the time of 
the applicant's invention to have modified the invention of claims 20 and 22 of 
7,111,303 with communication to an external device, as taught by VMware, because it 
enables communication between a virtual machine and an external device, which 
enables any virtual machine to appear on the local Ethernet segment indistinguishably 
from any real machine such that the virtual machine can fully participate in accessing 
and providing network services. 

The examiner also notes that method steps of claim 14 are merely the reversed 
steps of claim 4, where instead of information is being passed from a virtual machine to 
an external device, the information is passed from an external device to the virtual 
machine without passing through any other virtual machines. Because there is nothing 
in claims 20 and 22 of 7,111,303 to prevent virtual machine 2 from communicating to 
virtual machine 1 in the same way as claimed, and it is well known that external devices 
can communicate with virtual machines as disclosed by VMware, claim 14 is rejected. 

As per claim 5, claims 20 and 22 teach a method wherein said first virtual 
machine executes an application and an operating system, said operating system 
converting a write request from said application in one form into said IP datagram with a 
different form than said write request (column 12, lines 19 to 24). The examiner has 
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taken the following into consideration: both the applicant and 7,1 1 1 ,303 have defined 
the IP datagram to be composed of data and the IP destination address associated with 
the external device. Interpreting the write request as the data and the address of 
destination where the write request gets sent to, the act of coupling the data with the IP 
address to form a datagram, as taught by 7,1 1 1 .303, is an example of converting a write 
request from one form to a different form. 

Claims 20 and 22 of 7,1 1 1 ,303 fail to teach a method for communication between 
virtual machines and external devices. 

VMware teaches a computer system where the virtual machine is able to 
communicate to and from external devices through physical Ethernet that is connected 
to the base portion for the purpose of appearing on the local Ethernet segment 
indistinguishably from any real machine such that the virtual machine can fully 
participate in accessing and providing network services (section 2.2, second column, 
last sentence before the first paragraph). 

It would have been obvious to one having ordinary skill in the art at the time of 
the applicant's invention to have modified the invention of claims 20 and 22 of 
7,111,303 with communication to an external device, as taught by VMware, because it 
enables communication between a virtual machine and an external device, which 
enables any virtual machine to appear on the local Ethernet segment indistinguishably 
from any real machine such that the virtual machine can fully participate in accessing 
and providing network services. 
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As per claim 6, claims 20 and 22 teach a method where in said program 
functions determine the IP destination address of another virtual machine. 

Claim 20 and 22 does not teach the ability of said program to determine the IP 
address of an external device for the purpose of communication between virtual 
machines and external devices so that virtual rnachine can fully participate in accessing 
and providing network services. 

VMware teaches a computer system where the virtual machine is able to 
communicate to and from external devices through physical Ethernet that is connected 
to the base portion for the purpose of appearing on the local Ethernet segment 
indistinguishably from any real machine such that the virtual machine can fully 
participate in accessing and providing network services (section 2.2, second column, 
last sentence before the first paragraph). Moreover, VMware clearly discloses (section 
2.2, second paragraph, second to last line) that its computer system is also capable of 
communication just among virtual machines. It is obvious to one having ordinary skill in 
the art that this computer system would have to be provided with the ability to determine 
whether an IP destination address resides in a virtual machine operating system or 
external to said virtual machine operating system. 

It would have been obvious to one having ordinary skill in the art at the time of 
the applicant's invention to have modified the invention of claims 20 and 22 of 
7,111,303 with communication to an external device with the capability of determining 
whether an IP destination address resides in a virtual machine or external to said virtual 
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machine, as taught by VMware, because it enables virtual machines to fully participate 
in accessing and providing network services. 

The examiner also notes that the method steps of claim 12 are merely the 
reversed steps of claim 6, where instead of information being passed from a virtual 
machine to an external device, the information is passed from an external device to a 
virtual machine and the computer is required to determine the destination of the 
information. Because there is nothing in claims 20 and 22 of 7,1 1 1 ,303 to prevent virtual 
machine 2 from communicating to virtual machine 1 in the same way as claimed, and it 
is well known that external devices can communicate with virtual machines as disclosed 
by VMware, claim 12 is rejected. 

As per claim 7, claims 20 and 22 teach all mentioned previously. However, it 
does not teach a method for communication between virtual machines and external 
devices. As of result, they do not teach said other virtual machines initializing said 
adapter card for said program functions. 

VMware teaches a computer system where the virtual machine is able to 
communicate to and fronfi external devices for the purpose of appearing on the local 
Ethernet segment indistinguishably from any real machine such that the virtual machine 
can fully participate in accessing and providing network services. Figure 4 of VMware 
shows a step where VMNet Driver passes datagram onto the Host Ethernet Driver, 
which is part of the physical NIC, such that the data to be communicated can be sent 
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out to the destined external device. This step is the equivalent of the virtual machines 
initializing said adapter card. 

It would have been obvious to one having ordinary skills in the art to have 
modified the claim 20 and 22 of 7,111.303 with communication to an external device 
with the step of virtual machine initializing said adapter card for said program functions, 
as taught by VMware, because it enables virtual machines to fully participate in 
accessing and providing network services. 

The examiner also notes that the method steps of claim 15 are merely the 
reversed steps of claim 7, where instead of information being passed from a virtual 
machine to an external device, the information is passed from an external device to the 
virtual machine without passing through any other virtual machines. Because there is 
nothing in claims 20 and 22 of 7,111,303 to prevent virtual machine 2 from 
communicating to virtual machine 1 in the same way as claimed, and it is well known 
that external devices can communicate with virtual machines as disclosed by VMware, 
claim 14 is rejected. 

As per claim 8, claims 20 and 22 teach a method as set forth in claim 1 further 
comprising the steps of: said first virtual machine writing, a second IP datagram to an 
output buffer allocated to said first virtual machine, said IP datagram comprising data 
and a destination IP address of another of said virtual machines; and program functions 
in said base portion reading said second IP datagram from said output buffer to 
determine said destination IP address, then copying said IP datagram from' said output 
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buffer into storage allocated to said connmon base portion whereby said IP datagram 
passes from said first virtual machine into said common base portion storage without 
passing through any other virtual machines, and then copying said IP datagram into an 
input buffer allocated to said other virtual machine. 

Claims 20 and 22 of 7,1 1 1 ,303 fail to teach a method for communication between 
virtual machines and external devices. 

VMware teaches a computer system where the virtual machine is able to 
communicate to and from external devices through physical Ethernet that is connected 
to the base portion for the purpose of appearing on the local Ethernet segment 
indistinguishably from any real machine such that the virtual machine can fully 
participate in accessing and providing network services. The examiner also notes that 
all virtual machines in Figure 3 of VMware are connected to the base such that all 
communication between two virtual machines are conducted by the base portion without 
data passing though any other virtual machines, as claimed by the applicant. 

It would have been obvious to one having ordinary skill in the art at the time of 
the applicant's invention to have modified the invention of claims 20 and 22 of 
7,111,303 with communication to an external device, as taught by VMware, because it 
enables communication between a virtual machine and an external device, which 
enables any virtual machine to appear on the local Ethernet segment indistinguishably 
from any real machine such that the virtual machine can fully participate in accessing 
and providing network services. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not Identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham y. John Deere Co., 383 U.S. 1, 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1 to 15 are rejected under 35 U.S.C. 103(a) as being unpatentable over Patent 
Application Publication 2003/0037178 in view of Virtualizing 1/ Devices on VMware 
Workstation's Hosted Virtual Machine Monitor (hereafter VMware). 
2003/0037178 teach 

Claim 1: a method for communicating from a first virtual machine (the 
equivalent of first application that is executing in the first partition; page 37, second 
column, first 6 lines of claim 1 ), said method comprising the steps of: said first virtual 
machine writing an IP datagram (the equivalent of a message) to an output buffer (the 
equivalent of a local memory in first partition, Figure 25, 2522) allocated to said first 
virtual machine; and program functions in said base portion (the equivalent of shared 
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memory) reading said IP datagram (message) from said output buffer (local memory) 
into storage allocated to said common base portion (shared memory) whereby said IP 
datagram passes from said first virtual rifiachine into said common base portion storage 
without passing through any other virtual machines (the system is set up such that the 
message only passes the shared memory in order to get from partition 1 to partition 2 
without passing through any other partitions). 

Claim 2: an additional step of copying the IP datagram from said storage 
(the equivalent of shared memory) to an output buffer (the equivalent of local memory or 
buffer in the second partition, Figure 26, 2620) for the second virtual machine (the 
second partition). 

Claim 4: a method as set forth in claim 1 wherein said common base 
portion (shared memory) includes a list of destination IP addresses (the equivalent of a 
Client Directory Table that is a registry of the clients on each partition that are using the 
shared memory) associated with each of said virtual machines, and said program 
functions in said common base portion determine that said destination IP address in 
said IP datagram is not associated with any of said virtual machines by checking said 
list (paragraph 0282). 

Claim 5: a method as set forth in claim 1 wherein said first virtual machine 
executes an application and an operating system, said operating system converting a 
write request from said application in one form into said IP datagram with a different 
form than said write request. The examiner has taken the following into consideration: a 
datagram is the equivalent of a message. Interpreting the write request as a message 



Application/Control Number: 10/602,368 Page 19 

Art Unit: 2700 

and the address of destination where the write request gets sent to as a protocol header 
for the message (paragraph 0256), the act of building a protocol header for the 
message, as taught by 2003/0037178, is an example of converting a write request from 
one form to a different form. 

Claim 8: a method as set forth in claim 1 further comprising the steps of: 
said first virtual machine writing (first partition), a second IP datagram (message) to an 
output buffer (local memory) allocated to said first virtual machine; reading said second 
IP datagram from said output buffer, then copying said IP datagram from said output 
buffer into storage allocated to said common base portion (shared memory) whereby 
said IP datagram passes from said first virtual machine into said common base portion 
storage without passing through any other virtual machines, and then copying said IP 
datagram into an input buffer allocated to said other virtual machine (second partition; 
see claim 1 of 2003/0037178 on page 37). 

2003/0037178 fails to teach 

Claim 1 to 15: communication between virtual machines and external 
devices; 

Claim 2: an output buffer that is specifically for a tangible adapter card; 
Claim 3: a network that is a LAN; 

Claim 6: the ability of said program to determine the IP address of an 
external device for the purpose of communication between virtual machines and 
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external devices so that virtual machine can fully participate in accessing and providing 
network services; 

Claim 7: said other virtual machine initializing said adapter card for said 
program functions; 

Claim 11: a method, reversed from that of claim 1, wherein information is 
passed from the external device to the virtual machine without passing through another 
virtual machine; 

Claim 12: a method, reversed from that of claim 6, wherein information is 
passed from the external device to the virtual machine such that the computer 
determines the destination of the information; 

Claim 14: a method, reversed from that of claim 4, wherein said common 
base portion includes a list of destination IP addresses associated with each of said 
virtual machines, and said program functions in said common base portion determine 
that said destination IP address in said IP datagram is not associated with any of said 
virtual machines by checking said list. 

Claim 13: a method, reversed from that of claim 3, wherein the information 
is passed from an external device to the virtual machine using a LAN without passing 
through any other virtual machines; 

Claim 15: a method, reversed from that of claim 7, wherein instead of 
information being passed from a virtual machine to an external device, the information is 
passed from an external device to the virtual machine without passing through any other 
virtual machines. 
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VMware teaches 

Claim 1 to 15: a computer system where the virtual machine is able to 
communicate to and from external devices through physical Ethernet that is connected 
to the base portion for the purpose of appearing on the local Ethernet segment 
indistinguishably from any real machine such that the virtual machine can fully 
participate in accessing and providing network services (section 2.2, second column, 
last sentence before the first paragraph). The examiner also notes that all virtual 
machines in Figure 3 of VMware are connected to the base such that all communication 
between two virtual machines are conducted by the base portion without data passing 
though any other virtual machines, as claimed by the applicant. 

Claim 2: an output buffer (the equivalent of the VMNet Driver from Figure 
3 of VMware) for said tangible adapter card (the equivalent of physical NIC) for the 
purpose of communicating to an external device. 

Claim 3 and Claim 13: a computer system where the virtual machine is 
able to communicate to external devices through physical Ethernet that is connected to 
the base portion for the purpose of appearing on the local Ethernet segment 
indistinguishably from any real machine such that the virtual machine can fully 
participate in accessing and providing network services (section 2.2, second column, 
last sentence before the first paragraph). VMware does not specify the network is a 
LAN. However, it does specify a physical Ethernet. Ethernet technology implies a LAN 
inherently. 
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Claim 6 and Claim 12: a computer system where the virtual machine is 
able to communicate to external devices through physical Ethernet that is connected to 
the base portion for the purpose of appearing on the local Ethernet segment 
indistinguishably from any real machine such that the virtual machine can fully 
participate in accessing and providing network services. Moreover, VMware clearly 
discloses (section 2.2, second paragraph, second to last line) that its computer system 
is also capable of communication just among virtual machines. It is obvious to one 
having ordinary skill in the art that this computer system would have to be provided with 
the ability to determine whether an IP destination address resides in a virtual machine 
operating system or external to said virtual machine operating system. 

Claim 7 and Claim 15: a computer system where the virtual machine is 
able to communicate to external devices for the purpose of appearing on the local 
Ethernet segment indistinguishably from any real machine such that the virtual machine 
can fully participate in accessing and providing network services. Figure 4 of VMware 
shows a step where VMNet Driver passes datagram onto the Host Ethernet Driver, 
which is part of the physical NIC, such that the data to be communicated can be sent 
out to the destined external device. This step is the equivalent of the virtual machines 
initializing said adapter card. 

It would have been obvious to one having ordinary skill in the art at the time of 
the applicant's invention to have modified the invention of 2003/0037178: 
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Claim 1 to 15: with communication to and from an external device, as taught by 
VMware, because it enables communication between a virtual machine and an external 
device, which enables any virtual machine to appear on the local Ethernet segment 
indistinguishably from any real machine such that the virtual machine can fully 
participate in accessing and providing network services. 

Claim 2: with copying IP datagram to an output buffer that is for a tangible 
adapter card, instead of an output buffer for another virtual machine, as taught by 
VMware because it enables communicating to an external device. 

Claim 3 and Claim 13: with communication to and from an external devices 
through physical Ethernet that is connected to the base portion for the purpose, as 
taught by VMware, because it enables any virtual machine to appear on the local 
Ethernet segment indistinguishably from any real machine such that the virtual machine 
can fully participate in accessing and providing network services (the Examiner notes 
that the use of Ethernet technology implies a LAN inherently). 

Claim 6 and Claim 12: with communication to and from an external device with 
the capability of determining whether an IP destination address resides in a virtual 
machine or external to said virtual machine, as taught by VMware, because it enables 
virtual machines to fully participate in accessing and providing network services. 

Claim 7 and Claim 15: with communication to and from an external device with 
the step of virtual machine initializing said adapter card for said program functions, as 
taught by VMware, because it enables the virtual machine to fully participate in 
accessing and providing network services. 
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The Examiner notes that: 

Claim 9 and Claim 10: are system claims, which contain all the 
instructions to perform the methods of claim 1 . 

Therefore claims 1 to 15 are rejected based on reasons above. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MengYao Zhe whose telephone number is 571-270- 
1 1 16 or 571-272-6946. The examiner can normally be reached on Monday Through 
Friday, 7:30 - 5:00 EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Del Sole can be reached on 571-272-1 130. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

30SEPHS. DEL SOLE 
PRIMARY EXAMINER 

///?/07 



